
United States Patent and Trademark Office 



Under Secretary of Commerce for Intellectual Property and 
Director of the United States Patent and Trademark Office 



September 21, 2004 



ALSTON & BIRD LLP 

BANK OF AMERICA PLAZA 

101 SOUTH TRYON STREET, SUITE 4000 

CHARLOTTE, NC 28280-4000 

US 



Dear Sir/Madam, 

Your refund request for 10706480 in the amount of $130.00 has been denied . 
The Petition was denied therefore the refund is denied. 



Sincerely, 



ELEANOR KURTZ 

Office of Initial Patent Examination 

703 308-3642 
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Applicant Filed: Oc.niv.r 77 Group Art Umt; 1725 
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USPTO Date Entered: April 7, 2004 

For 
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A FRICTION STIR WELDING OPERATION -J 

Mail Stop Petition SS 

Commissioner for Patents !^ 
P.O. Box 1450 00 
Alexandria, VA 223 13-1450 fJl 

o 

Request for Reconsideration of S 
Petition To Grant Filing Date And To Refund Petition Fee -< 

This is a Request for Reconsideration of our Petition filed April 7. 2004. wherein 
Applicants petitioned to grant the proper filing date of October 27, 2003. for the above-identified 
patent application. 

Applicants' Petition was dismissed June 10, 2004. The Petitions Examiner has stated that 
Applicants have not submitted a proper return postcard sho^g that the appUcation was filed 
October 27, 2003. However, the Patent Office did notpioperly stamp AppKcants' postcard 
Instead, the Patent Office ^.turned Applicants' postcatd with the stamp by the Office 

and Review and the date that the Office ofLicenseandReview received it Wore, it is the 
Patent OflQce who improperly stamped Applicants* postcard, thereby leaving Applicants without 
a properly stamped postcard to produce as evidence. 

On October 27. 2003. AppUcants sent a United States Postal Service Package to Mail 
Stop Patent Application (see Exhibit A). The package contained two filings for the same 
mventton: 1) a complete application as outlined on Applicants' return postcard (see Exhibit B)- 

and2)aRequestforForeignFilingLicenseaccompaniedbyacopyofthespecificationand 
drawmgs as weU as another rettun postcard specifically drawn to the Request for Foreign FUing 
License (see Exhibit C). 

Both of Applicants' postcards are stamped "Received Oct. 30. 2003 Licensing & 
Review." Applicants can only sunnise that when the package was received by Patent Office 
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^pacti™ no, r«d«d fcr p^per processing and stamping of the postcard wid. an h 

appUc«.„nnumb.,andthecorr.c,dateofOc,ober27.2003.Butins,ead.d,eo„n.pIe,e ^ 
apphcation ««, 25 pages of specification and si. pages of drawings and od»r accontpanying ^ 

a<«,nnen.s,asweUasthePetition,orForeignFiB„gLicense™.hitscopy„f.he^^ P 
andto^gs we^for^rdedtoLicens^ O 

30,2003. OnIy.heP.titio„foraForeignFilingLic««andfl.ecc^of,bespec,fiction 8 
a«achedtoitwid,i,sp«tcarddipp.d«,topsho«ldl»v.^ ^ 

As fiml»r evide,^, tto the Paten, (M5ce did indeed receh* a complete copy of to 
spectflcationanddtawings. Applicant. al»snlMU,l^.,BxhT»,Dacopyofto 
3^FR'^fr''^*^'^"°'"^"''^'"™°''"'«'31,2003. Accordingto 
37 CFit §§ 5.13 and 5.14. when a petition for a foreign filing license is made in the Patent 

Offioe,topedd„nmn«beacc«n>panied by the material orthedisclosureof.pate^^ 
npon wind, dte desited license is measured. Since the Office of License and Review grant«l a 

foretptAhngHcense for flte present appUcadon on October31,2003, the PateM Office must 

havehad the specificadona^l drawings as d,.meas„renponwhichd,elicense was granted^ 

castas arback as October 30, 2003, the date stampedondterennnpostc^d and indicatedas 
bemgthercnestdateontheforeignflltaglicense. Moreover, since fl^e specific«ion and 

d.a™gsm„s.haveaccompamedd>epetido..a»d.hepedrionfor.ibrdgnf«in^ 
.ncludedmd^e aforementioned United Stat.sPo,,alSe,viceP.ek.ges««onOetober27.M^^ 

thespec,ficadonanddrawiagsofthepres«,tappUc«ionmu,th.v..l,„beentocludedtathe ' 

aforementioned package. 

AppBcant, fterefore respectfUIy request ««« die filing date of October 27, 2003 (the date 

Apphcants fimher beheve da if d» Examiner c«mo, flns date. tta. ftere is a 
p^d^ance of evidence d». the Patent Office had fte complete appUcadon on October 30, 

2003. TfccApphcamsshouldnotbeburdenedbecansePatentOfficepersom.elimproperly 
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h^dledtheapp|cat.onbyfarw^ 

o^vn postcard. Moreover. Applicants' petition should not be denied because of the improper 
P^cess^gofthe|,.sentappH.^^^ 

has left Applicants Mdthout the postcard the Petitions Examiner is requesting 
IttsAppH^ants'understandingthatthereisnochargefo^ 

Apphcants.que^af.i„gdateofOctober27.2003.and«spectMyalsot^u^^ 
previouslypaid $130.00 petition fee. reimiaoitfte 
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Respectfully submitted, 
Registration No. 45,699 




"Express Mail" mailini 
Date of Deposit July 2: , 
I hereby certify thatthi] 
Office to Addressee" 
ComrtMssioner for 



Sarah B. Simmons 

CLT01/4658231V1 



label number EV 331631265 US 
,2004 




^ Exhibit A 

CopyofAppUcant'sU.S.PostoIServiceExp«ssMaaiabei. ^^^U^i^O p. 
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Exhibit B 

AppUcant's Patent Application Ptisteard w \ ^ 

TU' "^^ ^ -> 
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Mail Stop Pathtf Application J 

With Apphcation Transmittal CoverSheS- ^y^ibm: A^CATIGN 
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^|*AppUc«,f for 
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^'wnmas.onerforPatente 

P-O. Box 1450 Date Mailed: 

^^«=™>enls Enclosed- Petftfonri » .^^DING OPBlOVTr&I 
^k^losed$lS=^*"*'""'«'-***^forF«r,S^^ V'\ 
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Copy of Applicante* Fore^jpiMng License Granted Oct 31, 2003 




iiKTwn «^-_ B ''OMMM'OMM rati nsnma 
""•TO) Snores RvcNr AfoTttAociwiK Opfre 

WMHIM0»3M, O.C 2023I 

ATTORNEY DOCKET Mn f "«~««*^ 
038190/268379 



ArtUntt 



Paper Number 



I SERIAL NUMBER jREQUESTDATFI FWST NAMED APPUCANT 

^P.108,166 ionoioi OWIOHT A. BURFORD, ET AL 

.'^5'^^®°*^'*^ FRICTION STIR WELDING (F8W) 
ASSEMBLY. CONTROLLER AND METHOD FOR PERFOfUMIMG A 
FRICTION STIR WELDING OPERATION '^ORW'NG A 

Conwpondenoe Address: 
ANDREW T.SPENCE 
ALSTON & BIRD LLP 
BANK OF AMERICA 

101 SOUTH TRYON STREET. SUITE 400 
CHARLOTTE, NC, 28280 



and/or any material accompany^flffl.Si«oSffi 

applicable sec^cy orter an7fe ^«ect KScSon ShZ „^^^ ""^ 



NOV 7 2193 




License Number: 
Grant Date: 



Approved: 



531.532 

31-Oct^ 





«nd Trademarks 
This license is granted under 37 CFR S.15(a) 

espionage and the national secuR ttie '^r"""* ^'^'"S '«'««"8 «<> 

themselves of current rBgu\am^e!^^anX^1^S^^,n^^ "1?"'^ ^PP"^^* 
particulariy the Department of the Treaww^oml^K.! '^"'rtrtes. of other agencies. 

respect to Am«.Mun«on?ailimKS^^^^ 
Admlnstretlon. Department of Com^reeTaSlSDjp'^^^ 

LICENSE FOR FOREIGN RUNG 
tntle 36, United States Code (1952) Sections 184. 185. 18q 
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ALSTON S BIRO LLP 
BANK OF AMERICA PLAZA 
101 SOUTH TRYON ST 
SUITE 4000 

CHARLOTTE NC 28280-4000 

COPY MAILED 

JUN1O2004 
OFRCEOFPETmONS 

In re Application of : 
Burford, et al. 

Application No. 10/706,480 : DECISION DISMISSING PETITION 

Filed: April 7, 2004 : 
Attorney Docket No. 038190/268379 : 



This is a decision on the **Petition to Grant Filing Date and to 
Refund Petition Fee", filed April 7, 2004. 

Application papers in the above-identified application were 
deposited on October 27, 2003. However, on March 29, 2004,. the 
Initial Patent Examination Division mailed applicant a ^'Notice of 
Incomplete Nonprovisional Application." Applicants were notified 
that the application papers had not been accorded a filing date 
because the application was deposited without a specification. 
This Notice set a two month period for reply. 

In response, on April 7, 2004, Applicants filed the present 
petition to accord a filing date of October 27, 2003. Applicants 
asserted that a complete application, including a specification, 
was filed on October 27, 2003. As proof thereof, applicants have 
submitted: (1) a copy of the original application transmittal 
letter, bearing Express Mail Label No. EV 331608718 US, and 
itemizing the items allegedly filed with the application, 
including 25 pages of specification; (2) a copy of the Express 
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JUiil lat^l bearing Express Mall Label No. EV 33160B71B OS. and a 
date-in of October 27, 2003; and (3) a copy o£ a postcard 
receipt, itemizing the application, but lacking a USPTO date 
stamp dated October 27, 2003.^ 

The pro file is the official record of papers originally filed In 
this application. A review of the official file reveals that a 
specification was not filed on October 27, 2003, since those 
papers are not present in the file. An applicant alleging that a 
paper was filed in the PTO and later misplaced has the burden of 
proving the allegation by a preponderance of the evidence. 

A postcard receipt which itemizes and properly identifies the 
papers which are being filed serves as prima facie evidence of 
receipt in the Office of all the items listed thereon pn the date 
stamped thereon by the Office. See MPEP 503. Applioants have 
not nOnittad m proper rotnm postcard ahowiiig that the 
application was £ilod on Ootcber 27, 2003. 

Furthermore, petitioner may not rely upon Express Mail under 37 
CFR 1.10(e) to establish that the specification was filed with 
the Instant application. NPEP 513 states. In pertinent part: 

37 CFR 1.10(e) applies only in those situations in which the 
correspondence at issue was lost in toto (i.e., the entire 
correspondence was not delivered to the Office) . Where 
there le a dispute as to the contents of correspondence 
submitted to the Office (e.g., an applicant asserts that 
three sheets of drawings were submitted under 37 CFR 1.10 
with an application, but the Office records indicate receipt 
of only two sheets of drawings with the application) , an 
applicant may not rely upon the provisions of 37 CFR 1.10(e) 
to establish what document (s) and/or fee(s) were filed in 
the Office with such correspondence. Rather, where the 
records of the Office (e.g., the file of the application) 
contain any document (a) or fee(8) corresponding to the 
contents of the correspondence at issue, the Office will 
rely upon its official record of the contents of such 
correspondence in absence of convincing evidence (e.g., a 
postcard receipt under NPEP S 503 containing specific 
itemization of the document (s) or fee(s) purported to have 
been filed with the correspondence at issue) that the Office 
received and miaplaoed any document (s) or fee(s) that is not 
among the official records of the Office. 



' The postcard roc«ipt did contain a atanp narked "Received October 30, 
2003 Idcensing and Review,* 
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0ere, th^ application file contains some papers that were filed 
on Octojber 27, 2003; specifically a. Utility Patent Application 
Transmittal, a Request for Early Publication, a 37 CFR 1.63 
declaration, and an IDS. 

Accordingly, the petition is SS&SSSSB- 

The application will be accorded a filing date based upon the 
date that the missing specification was 'received in the Office, 
or J^ril 7, 2004. 

The application file will be ^forwarded to the Office of Initial 
Patent Examination for further processing with a filing date of 
April 7, 2004, using the application papers submitted on October 
27, 2003, together with the 25 pages of specification and the 6 
sheets of drawings filed on April 7, 2004. 

Telephone inquiries related to this decision should be directed 
to Petitions Attorney Cliff Congo at 703-305-0272. 

Charles Pearson 
Director 

Office of Petitions 



